THIS DISPOSITION
IS NOT CITABLE AS
PRECEDENT OF
THE TTAB

Mai | ed: Decenber 9, 2003
Paper No. 10
CEW

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re PRG Par ki ng Managenent, L.L.C.

Serial Nos. 76396894 and 76396895

Ant hony J. McShane, Lee J. Eulgen and Sarah E. Smth of
Neal , Gerber & Eisenberg for PRG Parking Managenent, L.L.C

Teresa Rupp, Trademark Senior Attorney, Law Ofice 106 (Mary
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Bef ore Hairston, Walters and Chapnman, Adm nistrative
Trademar k Judges.

Qpi nion by Walters, Adm nistrative Tradenmark Judge:

PRG Par ki ng Managenent, L.L.C. has filed two
applications to register on the Principal Register two
mar ks, both of which are represented by the sane draw ng
shown bel ow, and both of which are for “providing shuttle
van transport service between parking |ots and airport
termnals; rental of car parking spaces; rental of vehicle

par ki ng spaces; parking | ot services; rental of parking
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spaces” in International Oass 39.1 The difference between
the marks in the two applications is the claimand

description of color in Application Serial No. 76396894.
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The Trademark Senior Attorney (Senior Attorney) has
issued a final refusal to register in each application,
under Sections 1, 2, 3 and 45 of the Trademark Act, 15
U S.C. 881051, 1052, 1053 and 1127, on the ground that the
subject matter in each application does not function as a

mark in connection with the identified services.?

! Both applications were filed April 18, 2002, based on use of the

marks in conmerce, alleging first use and use in comerce as of My 24,
2000. The mark in application Serial No. 76396894 is described, as
amended, as foll ows:
The mark consists of the trade dress of a parking shuttle,
conprising contrasting circles interspersed over the surface
of the shuttle. The configuration of the shuttle shown in
broken |ines serves to show pl acenent of the mark only, and
no claimis made to the overall design of the shuttle. The
linings are features of the mark and do not indicate color
[ Enphasi s added. ]

The mark in application Serial No. 76396895 is described, as anmended, as
fol | ows:

The mark consists of the trade dress of a parking shuttle,

conprising the overall color yellow and a series of black

circles appearing thereon. The configuration of the shuttle

shown in broken lines serves to show placenent of the nark

only, and no claimis nade to the overall design of the

shuttle. The colors yell ow and bl ack are clainmed as features

of the mark. [Enphasis added.]

2 For clarity of the record, we note that neither application contains a
claimof acquired distinctiveness under Section 2(f) of the Trademark
Act, 15 U.S.C. 81052(f). Therefore that issue is not before us.
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Appl i cant has appeal ed. Both applicant and the Seni or
Attorney have filed briefs, but an oral hearing was not
requested. Because the issues are essentially the sane with
respect to the two identified applications, we have
addressed the refusals together in a single decision herein.
W reverse the refusal to register in each application.

The Senior Attorney contends that the subject matter of
application Serial No. 76396894 consists solely of circles
used over the entire surface of a vehicle; that the circles
are common geonetric shapes which are not a background
design, and, as such, this design is not inherently
distinctive; and that the subject matter of application
Serial No. 76396895 is not inherently distinctive for the
sane reasons because it consists solely of black circles and
the color yell ow used over the entire surface of a vehicle.
She characterizes the subject matter of the two applications
as “repetitive designs,” and contends that such designs are
usual |y ornanental and not inherently distinctive.

The Senior Attorney submtted pictures of three third-
party uses of color, wording and design on vehicles to
establish that “it is comon to ornanment shuttle vans with
single or nultiple colors; and she contends that applicant
“has chosen bl ack circles instead of pure color to ornanent
its van, [and that] the use of the non-distinctive col or

bl ack and the conmon geonetrically shaped circles is not so
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striking or unusual as to be inherently distinctive.”

Brief, p. 5. Citing Inre E.S. Robbins Corp., 30 USPQd
1540 (TTAB 1992), the Senior Attorney contends that the nere
fact that applicant may be the only business to use these
designs for these services does not |ead to the concl usion
that the designs are “unique” such that they are inherently
di stinctive.

On the other hand, applicant maintains that the trade
dress involved in each application is inherently distinctive
and only incidentally ornanental. Applicant submtted
exanpl es of its advertising and pronotional materials, which
show t he design el enents of the subject matter herein, and
contended that this evidence of pronotion of its designs in
connection with the identified services supports a finding
that the designs function as marks. Applicant pointed to
its use of the word mark “The Parki ngSpot” on its vehicles
and in its advertising, as shown in the record, and contends
that the word “Spot” in the mark “cleverly puns the spotted
nature of applicant’s designs” and “reinforce[s] the notion
that applicant’s design[s] serve as identifier[s] of
source.” Brief p. 6. Applicant relied on a nunber of cases
that it contends are anal ogous.

The Senior Attorney objected to the rel evance of the
applicant’s advertising and pronotional materials, show ng

use of the sane circle design and colors, submtted by
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applicant as evidence of the inherent distinctiveness of the
designs. She contends that this evidence is relevant only
to the question of acquired distinctiveness, which is not
before the Board. W agree wth the Senior Attorney that
this evidence is principally relevant to the issue of
acquired distinctiveness. However, it is adm ssible

evi dence that we have considered, although it is of limted
probative val ue.

W agree with the Senior Attorney’ s objection to the
third-party registrations and ot her evidence not previously
of record that acconpani ed applicant’s brief on the ground
that such evidence is untinely. Applicant did not conply
with the established rule that the evidentiary record in an
application nust be conplete prior to the filing of the
notice of appeal. See 37 CFR 2.142(d); In re Smth and
Mehaf fey, 31 USPQ2d 1531, 1532 (TTAB 1994). Thus, this
evi dence has not been consi dered.

Turning to our consideration of the subject matter
before us, we note that the term“trademark,” as defined in
the relevant part of Section 45 of the Trademark Act, 15
U S C 81127, nmeans “any word, nane, synbol, or device, or
any conbi nation thereof used by a person to identify and
di stinguish his or her goods, including a unique product,
fromthose nmanufactured or sold by others and to indicate

the source of the goods, even if that source is unknown.”
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Clearly, not every word, conbination of words, or design

whi ch appears on an entity’s goods or in connection with its
services functions as a mark. In re Rem ngton Products
Inc., 3 USPQ2d 1714 (TTAB 1987). To be a mark, the
designation nust be used in a manner cal culated to project
to purchasers or potential purchasers a single source or
origin for the goods.

A critical elenment in determ ning whether a termor
design is a trademark or service mark is the inpression the
termor design makes on the relevant public. |In the case
before us, the inquiry is whether each of the designs sought
to be registered woul d be perceived as a source indicator,
i.e., as inherently distinctive, or, rather, as nerely an
ornanent al design on shuttle vehicles used in connection
with the identified services.

Designs or synbols that are inherently distinctive are
regi strable wi thout proof of acquired distinctiveness,
whereas those that do not possess inherent distinctiveness
can achieve status as registrable trademarks only upon proof
that they have becone distinctive. WIey v. Anmerican
Greetings Corp., 762 F.2d 139, 26 USPQd 101 (1%' Gir.

1985). An inherently distinctive mark is one that is “by
its very nature distinctive or unique enough to create a

comercial inpression as an indication of origin .. Inre

Rayt heon Co., 202 USPQ 317 (TTAB 1979). Wiile a design may
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in fact be unique, i.e., it may be the only such design
bei ng used by anyone, in order to be registrable as a
trademark, it al so nust possess an “original, distinctive
and peculiar appearance.” In re MIllhenny Co., 278 F.2d
953, 126 USPQ 138, 140 (CCPA 1960), quoting w th approval
fromEx parte Haig & Haig, Ltd., 18 USPQ 229, 230 (Asst.
Commr. 1958). The fact that other simlar products use or
i ncorporate designs which differ in only insignificant
respects leads to the conclusion that such designs | ack

i nherent distinctiveness, and thus, to be entitled to

regi stration, they nust have acquired distinctiveness as

i ndi cations of the sources of the goods. Inre E S

Robbi ns Corp., 30 USPQ2d 1540 (TTAB 1992). “[A] design
which is a nere refinenment of a comonly adopted and wel |
known form of ornanentation for a class of goods would
presumably be viewed by the public as a dress or
ornanmentation for the goods.” 1In re Soccer Sport Supply
Conpany, Inc., 507 F.2d 1400, 184 USPQ 354, 347 (CCPA 1975),
citing In re Ceneral Tire & Rubber Co., 56 CCPA 867, 404
F.2d 1396, 160 USPQ 415 (CCPA 1969).

The records in the applications before us show three
ot her shuttle conpanies’ vans. In two exanples, the top and
bott om hal ves of the vans are contrasting colors, and there
is witing on the vans’ sides in a third color. 1In the

third exanple, the van is a solid color wwth witing and a
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detailing line on its sides in a contrasting color. These
exanpl es denonstrate common techni ques for ornanenting and
show ng advertising on shuttle vans. However, in this very
fact-specific determination, we find the design of the
mul ti-sized circles over the entire surface of a shuttle
van, even nore so in the application where black and yel | ow
are clained, to be quite different fromthe Seni or
Attorney’s exanples. The designs in these two applications
are original, distinctive and very peculiar in nature.
Al so, they appear to be conpletely arbitrary in relation to
shuttle van transport and rel ated services. W concl ude
that in each application, the subject matter is an
inherently distinctive mark because it is by its very nature
di stinctive or unique enough to create a conmerci al
i npression as an indication of origin.

Deci sion: The refusal under Sections 1, 2, 3 and 45 of

the Act is reversed in each application.



